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Office Action Summary 



Application No. 
09/619,032 




Applicant(s) 



Murphy et al. 



Examiner 



Peter Tung 



Art Unit 

1652 




sheet with the correspondence address - 



MONTH(S) FROM 



- The MAILING DATE of this communication appears on the cover 

TiS^D STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF TH.S COMMUNICATIO^ ^ g ^ be tjme|y fj|ed 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 W. m 
lf CSS^-K ^'IKS?^^^ witHin *. stat.torv minimum of tnirty ,30, days wiH 

- „ NO SST^Xt specified aOove, the maximum statutory period w„, app,y and w, expire S,X (6, MONTHS from tne mai,in g date of *. 

communication. . etatiita cause the application to become ABANDONED (35 U.S.C. § 1 33). 

■ ir* — e £s^:iss-»" «. 5——. - » -* «■* « — - 

' earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) □ Responsive to communication(s) filed on 



2a) □ This action is FINAL. 



2b) K ™s action is non-final. 



3)D Since this application is in condition for ai.owance except for ^^P^^^ 10 *' ^ 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 



Disposition of Claims 

4) K Claim(s) 1-12 

4a) Of the above, claim(s) 

5) D Claim(s) 



6) 53 Claim(s) M2 

7) D Claim(s) 

8) D Claims 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 



is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected, 
is/are objected to. 
are subject to restriction and/or election requirement. 



is/are objected to by the Examiner. 

is: a)D approved b)D disapproved. 



1 1 )□ The proposed drawing correction filed on 

1 2) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 «ncr 8iiqiai-ldl 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d). 

a)D All b)D Some* c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3 □ Copies of the certified copies of the priority ^^^^^ * ** ^ 
3. U uopies ° from ^ |nternationa , Bureau (PCT Rule 1 7.2(a)). 

*See the attached detailed Office action for a list of the certified cop.es not rece.ved. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) §3 Notice of References Cited (PT0-892) 

16) □ Notice of Draftspersons Patent Drawing Review (PT0-948) 

17) 5g Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



18} □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PT0-1 52] 

20) Q Other: 



U S Patent and Trademark Office 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 6 
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DETAILED ACTION 



Claims 1-12 are pending. 
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Specification 

The ATCC deposit number on page 1, last line and page 4, line 6 is missing. 

3. The use of the trademark "pBLUESCRIPT" has been noted in this application. It should 
be capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary nature 
of the marks should be respected and every effort made to prevent their use in any manner wrnch 
might adversely affect their validity as trademarks. 

4. The address of the American Type Culture Collection has changed. The new address, 
effective March 23, 1998, is: 

American Type Culture Collection 
10801 University Boulevard 
Manassas, VA 201 10-2209 



5. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his indention. 
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6. Claims 1-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

7. The term "alpha-galactose bond" in claim 1, 6 and 7 is a relative term which renders the 
claim indefinite. The term "alpha-galactose bond" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is unclear what an alpha- 
galactose bond is and if it is the bond which an alpha-galactosidase cleaves. 

8. Claim 7 is unclear as to where the alpha-galactose bond is located. In claim 6, from which 
claim 7 depends upon, raffinose is the compound having the alpha-galactose bond. 



9. 



Claim 8 is unclear as to what a combination thereof would comprise. As claimed, it 



appears that the compound is contained in a member of a combination of the lentil or bean family, 
as opposed to a compound found in a combination of the members of the lentil or bean family. 

Claims 2-5 and 9-12 are indefinite because they depend upon an indefinite base claim and 



10. 



fail to correct the problem. 



Double Patenting 

1 1 The nonstatus double patenting rejection is based on a judicially created doctrine 
^nderpub^ 

improper timewise extension of the right to exciuae granicu . y v m (p d 
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F 2d 937 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
I^KTt)^ 418 F.2d 528, 163 USPQ 644 (« 

A timelv filed terminal disclaimer in compliance with 37 CFR 1.321(c) may De usea 10 
overco^ r^tX provisional rejection based on a nonstatutory double patenting ground 
p~the conflicting application or patent is shown to be commonly owned with this 

aPPUC "e laX mistered attorney or agent of record 

disclaimer. A terminal disclaimer signed by the assignee must folly comply wtth 37 CFR 3.73(b). 

12. Claims 1-9 are rejected under the judicially created doctrine of obviousness-type double 

patenting as being unpatentable over claim 2 of U.S. Patent No. 5,958,751 . Although the 

conflicting claims are not identical, they are not patentably distinct from each other because the 

claims are directed to a method for hydrolyzing alpha-galactose bonds by contacting an enzyme 

70%, 900/c or 1000/c identical to the enzyme of SEQ ID NO: 4 with a compound having an alpha- 

galactose bond. Compounds containing sugars which are hydrolyzed by an enzyme of SEQ ID 



NO: 4 are well known in the art. 



Conclusion 



13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Peter Tung, Ph.D. whose telephone number is (703) 308-9436. The 
examiner can normally be reached on Monday-Friday from 9:00 to 5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Ponnathapu Achutamurthy, Ph.D., can be reached on (703) 308-3804. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 




PONNATHAPU ACHUVA1URTHY 



